
FULL-SERVICE IP FIRM

European IP Law 
Workshop

Hong Kong - 1 August 2019



 Today´s Agenda (before co�ee break)

 
The value of intellectual property (IP) to businesses, particularly for small to
medium size tech companies

Types of IP protection and combinations of IP protection available in
Europe

IP enforcement in Europe

Possible upcoming Unitary Patent and Uni�ed Patent Court



 Today´s Agenda (after co�ee break)

Di�erences between European IP law and IP law in the United States 

Pharma protection in Europe, including "evergreening" strategies

IP for emerging technologies in the 4th Industrial Revolution

The increased importance of Standard Essential Patents in the 4th IR

Overview of customs protection in Europe



FULL-SERVICE
IP HOUSE

Brand and design
protection

THROUGH OUR
VERSATILE EXPERTISE, 

WE CREATE COMPETITIVE
EDGE AND VALUE FOR

OUR CLIENTS' BUSINESS

Protecting the technological
competitive advantage

Systematic management of IP risks
and the contractual environment

Maximizing the business potential
of IP

Making IP part of your business
success
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BERGGREN'S 
TOP
PROFESSIONALS

More  than 170 IP professionals

70 European Patent Attorneys, Patent Attorneys and Patent Agents 

20 IP Lawyers, EU Trademark and Design Attorneys

20 IP Management and Commercialization Specialists

More than 50 Paralegal and IP Specialists
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ROBERT
ALDERSON
International Business Development,
United States Patent Attorney, 
European Patent Attorney

+39 347 493 0483
+358 10 227 2000 

Robert is one of a very small number of intellectual
property attorneys working at a European IP �rm who
has a law degree from the United States and is quali�ed
to practice before both the United States Patent and
Trademark O�ce and the European Patent O�ce.

In his professional capacity, Robert has a great deal of
experience in patent prosecution, litigation, licensing,
opinion letter-writing, and IP due diligence matters.
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MARIELLA
MASSARO
International Business Development,
IP Strategist

+358 45 788 14178
+358 10 227 2000 

Mariella is primarily focused on international business
development.

She has been a frequent speaker at international
events and workshops on a variety of IP issues,
including Al, IoT and SEPs in China, South Korea, Russia,
the United States and Italy. She has also authored
several articles on IP matters from a European and
comparative law perspective.

"



The value of intellectual property (IP) to businesses

Source: Jonathan Haskel and Stian Westlake, Productivity and secular stagnation in the intangible economy, 31 May 2018

"Over the past 20 years there has
been a steady rise in the importance
of intangible investment relative to
tangible investment. By 2013, for
every £1 of investment in tangible
assets (building, machines, vehicles,
etc.) the major developed countries
spend £1.10 on intangible assets
(such as software, R&D, design,
branding, training, and business
process engineering)."



The value of intellectual property (IP) to businesses

Source: Brand Finance GIFTTM October 2018

“In 2017, 52% of the overall enterprise value of all publicly trade companies
worldwide resides in intangibles, whose total worth has reached US$57.3 trillion.”



The value of intellectual property (IP) to businesses

Source: Brand Finance GIFTTM October 2018



The value of intellectual property (IP) to businesses

 Main �ndings of EPO´s and EUIPO´s joint report:

28% of all jobs in the EU (60 million) can be directly attributed to IPR-intensive industries.
38% of all employment in the EU (82 million) can be attributed, directly and indirectly, to
IPR-intensive industries.
IPR-intensive industries pay signi�cantly higher wages than other industries, with a wage
premium of 46 %.
42% of the total economic activity (GDP) in the EU is attributable to IPR-intensive industries,
worth EUR 5.7 trillion.
IPR-intensive industries account for about 90% of EU trade with the rest of the world,
generating a trade surplus for the EU of EUR 96 billion.

Source: EPO and EUIPO, Intellectual property rights intensive industries and economic performance in the European
Union, 2016 



The value of intellectual property (IP) to businesses

Source: EPO and EUIPO, High-growth �rms and intellectual property rights IPR pro�le of high-potential SMEs in
Europe, May 2019

SMEs with prior IPR activities are
more likely to grow than other
SMEs.

SMEs that use bundles of trade
marks, patents and designs
instead of a single category of IPR
are even more likely to achieve
high growth.



The value of intellectual property (IP) to businesses

(1) Mary Juetten, "Pay Attention To Innovation And Intangibles -- They're More Than 80% Of Your Business' Value", on
Forbes, Oct 2, 2014, https://www.forbes.com/sites/maryjuetten/2014/10/02/pay-attention-to-innovation-and-
intangibles-more-than-80-of-your-business-value/#684408ca1a67

Non-tangible assets are over 80% of the
average business’ value. When it comes to
startups, the number is even higher. That value
is the number you are using to raise money,
sell your business, or attract �nancing. (1)



The value of intellectual property (IP) to businesses

(1) G. Greenberg, "Small Firms, Big Patents?  Estimating patent value using data on Israeli start-up �rms´ �nancing
rounds", 2013.

Doubling the number of patent application
�lings results in an increase in valuation of a
start-up company by nearly 50%.

A lack of patents reduces a start-up´s pre-
money valuation by 17-20%. (1)



The value of intellectual property (IP) to businesses: Interbrand 2018



The value of intellectual property (IP) to businesses

Source: Design Council, "Design delivers for business", 2012 on
https://www.designcouncil.org.uk/sites/default/�les/asset/document/DesignDelivers%20for%20Business%20brie�ng.pdf

The  value of a design

For every £1 invested in design there are:

over £20 in increased revenues (expected)
over £4 in increased net operating pro�t
over £5 in increased exports



Advantages of IP protection in Europe

Advantages of European IP System compared to US

Market of 600 million people
4 of top 10 GDP Countries
Collectively represents the 2nd largest GDP in the world

Intellectual property law relatively harmonized 
Case law relatively stable:  no disruptive judicial decisions
such as Alice, Myriad, Mayo
Low cost of enforcement and defense 



2019  European Innovation Scoreboard 

Globally, the EU has surpassed the United States.  China is catching up with the
EU, growing three times faster than the EU innovation growth rate. 
Roughly two-thirds of Europe's recent economic growth is driven by innovation.
Research-related investment is expected to generate up to 100,000 new jobs in
research and innovation activities between 2021 and 2027.

Source: European Commission - http://europa.eu/rapid/press-release_QANDA-19-2998_en.htm



2019  European Innovation Scoreboard 

Source: European Commisson - http://europa.eu/rapid/press-release_QANDA-19-2998_en.htm

SME innovators:  the degree of support for SMEs in
introducing new products, novel processes and
introducing marketing or organisational innovations

Linkages:  the extent of innovative SMEs collaborating
with others, public-private co-publications and private co-
funding in public R&D activities

Intellectual assets:  the number of trademark
applications, design application and PCT patent
applications

Employment impacts:  the level of employment in
knowledge-intensive activities and level of employment
in fast-growing �rms that work in innovative sectors

Sales Impacts:  management and level of medium and
high-tech product exports, knowledge-intensive services
exports and sales of innovations to businesses and
consumers

Human resources:  the number of new doctorate
graduates, lifelong learning and population segments
that have completed tertiary education

Attractive research systems:  openness in
cooperation with partners from abroad, level of
connections of researchers at the international level,
and the quality of research output

Innovation-friendly environment:  the degree of
broadband penetration and the degree of opportunity-
driven entrepreneurship 

Finance and support:  the degree of research and
development spending in the public sector along with
 the level of venture capital investments

Firm investments:  the level of research and
development spending in the business sector, the level
of non-research and development spending and the
extent of information and communications technology
training



2019 Innovation Scoreboard by EU countries 

Color columns show innovation performance in 2018; horizontal
hyphens show performance in 2017; and grey columns show
performance in 2011, all relative to the EU average shown in the
blue column.

Source: European Commission - http://europa.eu/rapid/press-release_QANDA-19-2998_en.htm





What can be an EU trademark? (1/5) 
Words: GUCCI, SAMSUNG, iPad etc., including slogans (Just do it, Connecting
people, I’m lovin’ it)

Figurative elements

A combination of words and �gurative elements



What can be an EU trademark? (2/5) 

A shape of product or packaging (3D Mark)::

A position: 

A pattern:



What can be an EU trademark? (3/5) 

A colour: 

A sound:



What can be an EU trademark? (4/5) 

A motion: 

A multimedia �le:

A hologram: 



What can be an EU trademark? (5/5) 

A hologram: 

A smell:      no results 











What is a European Patent (EP)? (1/5) 

Under EPC Article 52(2), the following are not inventions:
(a) discoveries, scienti�c theories and mathematical models
(b) aesthetic creations
(c) schemes, rules and method for performing mental acts, playing games or doing
business, and programs for computers
(d) presentations of information

EPC Article 52 (1), default position is broad:  European patents shall be
granted for any inventions, in all �elds of technology, provided that they are
new, involve an inventive step and are susceptible of industrial application.



What is a European Patent (EP)? (2/5) 

(a) inventions which would be contrary to public order or morality

(b) plant or animal varieties or essentially biological processes for the production of
plants or animals

(c) methods for the treatment of the human or animal body

EPC Article 53 (1), inventions which are excluded from patentability:



What is a European Patent (EP)? (3/5) 
EPC Article 54 - Novelty Requirement

(1) An invention shall be considered to be new if it does not form part of the state of
the art.

(2) The state of the art includes everything made available to the public by means of
a written or oral description, by use, or in any other way before the date of �ling of
the European patent application.

(3) Additionally, the content of a European patent application �led before the date of
�ling referred to above, which is published after such �ling date, is considered to be
part of the state of the art.

(4) (5) ...



What is a European Patent (EP)? (4/5) 
EPC Article 56 - Inventive Step Requirement

An invention shall be considered as involving an inventive step if, having regard to
the state of the art, it is not obvious to a person skilled in the art.  

The content of a European patent application which was �led before the �ling date
of the subject application, but which published after such date, is not considered in
deciding whether the inventive step requirement is satis�ed.



What is a European Patent (EP)? (5/5) 

If all EPC requirements are met, the European patent
application will grant as a European patent.

BUT WAIT,  DON`T CELEBRATE  TOO SOON! - 3rd parties
have up to 9 months to �le an opposition which can result in
one of 3 outcomes:

the patentee wins and the claims survive as granted
the patentee has to amend the claims which were granted
the opponent wins and all claims are held invalid



IP Enforcement in Europe

Once  granted, a European Patent (EP) is not a patent with unitary
e�ect in all EPC countries, but it is a bundle of individual national
patents, which are chosen by the patent holder through a
procedure called validation. For example:

        UK               Germany           France             Italy                Finland

Currently, invalidity and infringement actions are �led before the
competent courts of each country.



IP Enforcement in Europe
CIVIL ACTIONS BASED ON 

CRIMINAL ACTIONS BASED ON 

European law (EUTMR European Union trade mark regulation (EU)
2017/1001; CDR - Community Design regulation (EC) No 6/2002)
European procedural law (Directive n. 48/2004 on the enforcement
of intellectual property rights; Brussels I Regulation n. 1215/2012
on jurisdiction and the recognition and enforcement of judgments
in civil and commercial matters);
National laws  
National procedural laws

National laws 
National procedural laws



IP Enforcement in Europe

The Directive n. 48/2004 on the enforcement of intellectual
property rights "provides a minimum set of measures, procedures
and remedies allowing e�ective civil enforcement of intellectual
property rights (IPR) across the EU, ensuring standardised level of
protection throughout the internal market":

Rules on obtaining and preserving evidence (art. 6 and 7):
search orders, order to provide evidence and/or seizure
Rules on right of information (art. 8)
Rules on provisional and precautionary measures (art. 9):
interlocutory injunction and precautionary seizure
Rules on measures resulting from a decision on the case (art. 10,
11 and 13): recall or removal of the infringing goods from the
market or their destruction, permanent injunction, damages



IP Enforcement in Europe



Source EPO - https://www.epo.org

Important!  EPC covers 44 countries, while EU covers 28







UP AND UPC: CONSIDERATIONS
 
Article 83 UPCA - Transitional regime

(1) During a transitional period of seven years  (possibly
renewable once) after the date of entry into force of the UPCA
Agreement, actions for infringement or revocation may be
brought before national courts

(3) Owners of / applicants for a European patent may opt-out
from the exclusive competence of the UPC by notifying their
opt-out to the registry of the UPC unless an action has already
been initiated before the UPC 

(4) Owners of / applicants for a European patent are entitled
to withdraw their opt-out by notifying the Registry of the
UPC, unless an action has already been initiated before a
national court



OPT-OUT CHECKLIST:
ONLY the owners / applicants
may opt-out: negotiate
entitlement to decide in
license agreements
ALL the owners / applicants
must opt-out: check co-
ownership of European
patents / applications
Unless the licensing
agreement provides
otherwise, exclusive licensees
may bring an action  for
infringement before the  UPC
which would prevent owners /
applicants from opting-out:
check litigation provisions in
license agreements




